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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time nfiay be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply Is specified above, the maximum statutory period will apply arid will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communlcation(s) filed on 26 April 2007 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) 8-11 and 13-17 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) K Claim(s) 1-6,12 and 18 is/are rejected. 

7) ^ Claim(s) 7 and 19-21 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)KI The drawing(s) filed on 02 December 2004 is/are: a)S accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 11 9 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)n Some * c)U None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Inten^iew Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S Infomriatlon Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Infomial Patent Application 

Paper No(s)/Mail Date 12/2/04: 12/20/05 . 6) □ Other: . 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Group I(claims 1-7, 12 and 18-21) in the reply 
filed on 4/26/07 is acknowledged. 

Claims 8-1 1 and 13-18 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected subject matter, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 4/26/07. 



Information Disclosure Statement 

An information disclosure statement filed 12/2/04 has been identified and the documents 
considered. The corresponding signed and initialed PTO Form 1449 has been mailed with this 
action. The documents listed as an Intemational Search Report, which is not considered to be a 
document under 37 CFR 1.98. Therefore, the Intemational Search Report has been considered 
but has been crossed off the 1449 so that it will not appear on the face of any patent issuing from 
the instant application. Documents listed that have not been located have not been considered 
and have been crossed out. If applicants want the items listed in the IDS filed 12/12/03 to be 
considered, new copies of the articles should be sent, accompanied by a new Form 1449. 
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Claim Objections 

Claims 7 and 19-21 are objected to under 37 CFR 1.75(c) as being in improper form 
because a multiple dependent claim cannot depend from another multiple dependent claim. See 
MPEP § 608.01 (n). Accordingly, the claims have not been further treated on the merits. 

Claim 2 is objected to because of the following informalities: claim 2 recites "the El 
protein encoded by the aforementioned El region is rendered incapable of being expressed or is 
functionally defective. The claim recites that the deletions 1) result in loss of expression of the 
El gene products or 2) expression of a functionally defective gene product. For clarity it would 
be remedial to amend the claim to recite for example wherein the El region is deleted such that 
expression of El A and/or ElB is lacking or the El A and/or ElB gene product is functionally 
defective. 

Claims 3 and 4 are objected to for recitation "wherein part of the El region is equivalent 
to the region between'' are unclear. The claims are indicating that part of the genome that is 
partially deleted. For accuracy, it would be remedial to recite -wherein the partial deletion 
occurs in nucleotides- as the term equivalent means "something considered the same: something 
that is considered to be equal to or have the same effect, value, or meaning as something else". 
However, applicants intend that not something equal to but those sequences are deleted. Similar 
amendments to claim 6 are required. 

Claim 12 is drawn to non-elected subject matter. If the claim is amended to incorporate 
the limitations of claims 8-1 1, care should be taken to incorporate those changes requested for 
currently examined claims. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 112, second paragraph 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-7, 1 12 and 18-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is vague and indefinite in that the metes and bounds of the term "derived from" 
are unclear. It is unclear the nature and number of steps required to obtained a "derivative" of an 
adenovirus type 35 genome. The term implies a number of different steps that may or may not 
result in a change in the functional characteristics of the adenovirus type 35 vector from the 
source that it is "derived fi-om". The dependent claims are included in the rejection because they 
fail address or clarify the basis of the rejection as discussed in detail for the independent claims. 

Claim 2 recites the limitation "the El protein encoded by the aforementioned El region" 
in claim 1 . There is insufficient antecedent basis for this limitation in the claim. The claim 
recites "the El protein", however there several gene products encoded by the El region and the 
claim does not set forth to which the El protein refers. As the claim does not set forth which El 
protein, the claim lacks antecedent basis. 

Claim 6 is vague and indefinite in that the metes and bounds of "wherein part of the E3 
region is equivalent to the region between nucleotides 2776 and 29,732" are unclear. This region 
encompasses much more then the E3 region and hence that can be no equivalents between the 
two. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 2, 5, 12 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by Bett 
et al (2004/0106194; see entire document). 

Bett et al teach an Ad35 vector comprising a deletion in the El region in which the vector 
is deficient in El as well as deletion in the E3 region (see e.g. ^ 65 and 73-80). Because the 
Office does not have the facilities for examining and comparing the applicant's product with the 
products of the prior art, the burden is on the applicant to show a novel or unobvious difference 
between the claimed products and the products of the prior art (e.g. that the products of the prior 
art do not possess the same material structural and functional characteristics of the claimed 
product). See in re Best, 562 F,2d 1252, 195 USPQ 430 (CCPA 1977). The product set forth in 
a product-by-process claim although produced by a different process, appears to be the same 
product as that recited in claims 12 and 18. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Schraa et al 
(2001/0033833; see entire document). 
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Schraa et al teach an Ad35 vector comprising a deletion in the El region in which the 
vector is deficient in El as well as deletion in the E3 region (see e.g. ^ 61 and 63). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maria B. Marvich, PhD whose telephone number is (571)-272- 
0774. The examiner can normally be reached on M-F (7:00-4:00). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Joseph Woitach, PhD can be reached on (571)-272-0739. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Maria B Marvich, 
Examiner 
Art Unit 1633 



